
Do You Know The Way To IPR In 
San Jose? 
Law360, New York (March 24, 2016, 11:10 AM ET) --  

I was the attorney representing Tre Milano LLC in the very first inter 

partes review hearing at the San Jose, California, branch office of 

the U.S. Patent and Trademark Office. The hearing was on March 

17, 2016. The patent at issue was for a mechanical device. 

 

The purpose of this article is to provide practical tips about 

attending and handling such a proceeding at the San Jose office. 

 

1. An economical hotel in San Jose is the Ramada Inn. It is only 

about a five minute drive from the hearing site. There are more 

upscale hotels available close to the hearing location, but for some 

reason they were fully booked or much higher priced. There were 

multiple adequate restaurants in downtown San Jose within walking 

distance of the Ramada and the patent office location. (The hearing 

was on St. Patrick’s Day, so it was fun after the hearing.) 

 

2. Fly into the San Jose airport if you can. Next best choice is San Francisco airport. 

 

3. There is parking available in the patent office building. It will cost about $9. Pay before 

retrieving your car. 

 

4. For some states, your driver’s license will not get you in. An example is Washington. 

Check in advance whether your driver’s license is adequate identification. If not, you will 

need a passport or comparable ID. 

 

5. There were no restrictions on who attended. Corporate counsel for the client and my wife 

were able to attend the hearing, without any advance notice. The situation may be different 

if confidential information is involved in the hearing; we had none. 

 

6. Plan to arrive at least 20 minutes in advance to get set up and comfortable. 

 

7. Although I had my demonstrative exhibits as PowerPoint slides on my laptop, they were 

of limited value being projected. The judges had copies of my demonstratives. One of the 

judges was remote, and could not see the projected slides. The slides were projected on a 

wall to my left, which was to the right of the judges present. I did note the judges were 

viewing the projected slides, so it did not hurt to have them. Also I can imagine a situation 

where the slides in combination with a laser pointer could be helpful to point out something 

specific. Counsel for the patentee did not have his slides projected, and it did not seem to 

adversely affect his presentation. 

 

8. The most valuable demonstratives were annotated pictures of the prior art that we used 

in the initial petition. The judges had specific questions about the structures. 
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9. I was given 45 minutes for argument, of which I had 10 minutes planned. I did get to go 

through my planned remarks, and then the fun began. The judges used almost all of the 

remainder of my time with questions. They kept asking questions until they ran out of 

questions. And they were not “softball” questions; the judges really wanted our views on 

certain issues. So I recommend practitioners plan to spend most of their time answering 

questions and not presenting preplanned arguments. After answering the questions, I was 

left with about two minutes for rebuttal, which was barely adequate. So even if you plan on 

saving time for rebuttal, which is a good idea, you may not be able to. 

 

10. This is a proceeding for skilled and experienced patent practitioners. There was no way 

to anticipate every question and every argument that would be helpful. A deep knowledge 

of patent office procedure and prosecution is absolutely essential. For example, knowing 

how the patent office allows amendment of the specification and drawings with materials 

incorporated by reference allowed me to make an argument on the fly. It is doubtful 

someone with limited patent office experience would be able to do so. In one situation, I 

needed to answer a question that required understanding the general “drawing” section and 

then the specific referrals to drawing numbers in the “description” and the interplay 

between the two. 

 

11. Do not expect to read the judges’ body language. The judges present were on a dais 

and had computer monitors blocking much of their faces, so I could not see much more 

than their eyeballs and above. So I was unable to use body language to determine which 

arguments were resonating and which were not. In addition, the remote judge appeared on 

a screen to the right, and I could not easily observe him. 

 

12. Although we had some interesting legal issues, there were no questions about the law. 

For example, the petitioner argued with cited case law that claim interpretation requires 

consideration of parent applications that were incorporated by reference. I was asked no 

questions about that issue; the patentee’s attorney was asked some questions, but nothing 

about the cases cited by the parties. So all the time I spent reviewing the cases and 

knowing the facts of the cited cases turned out not to be productive. 

 

13. Know your record well. I needed to cite language of the patent at issue by column and 

line numbers, and I needed to refer to a deposition transcript by page and line number. For 

example, one judge asked where the prior art had a structure required by a claim at issue. I 

identified the structure, but was able to state that the patentee was not challenging the 

presence of the structure in the prior art by citing to the deposition transcript of the 

patentee’s expert by page and line number. 

 

14. This last point is most interesting, and funny. I got lost trying to leave. The hearing was 

on the third floor. To exit on the ground floor where the elevators left me, it was necessary 

to go through a door that is labeled “bathrooms.” Who knew? That got me to the patent 

office entryway to retrieve my ID in exchange for my visitor’s tag. 

 

—By Jeffrey G. Sheldon, Leech Tishman Fuscaldo & Lampl LLC 

 

Jeffrey Sheldon is a partner in the intellectual property practice group in Leech Tishman’s 

Los Angeles office. 

 

DISCLOSURE: Jeffrey Sheldon represented Tre Milano in the case discussed above, 

Tre Milano LLC v. TF3 Limited, case number IPR 2015-00649. 
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